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3FFICEACTION SUMMARY 

i n ft 7 



ResfJonsive to communication(s) filed on 
This action is FINAL. 

□ Since this application is in mnrtitinn fnr allnwanrp pvrept f 0 r form?.! matters, prosecution a« to the merits Is closed : 
accordance with the practice under Ex parte Ouayle, 1935 D C. 11 ; 453 O.G. 213 



A shortened statutory period for response to this action is set to expire 



A 



month{s), or thirty days, 



whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. {35 U.S.C. § 1 33) Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 




Of the above, claim{s) 

□ Cj^im(s) 

B^aaim(s) 

□ Claim(s) 

□ Claim(s) 



17 



is/are pending in the application 

is/are withdrawn from consideration 

is/are allowed 

is/are rejected. 



_is/are objected to 



Application Papers 

□ See the attached Notice of Draftsperson s Patent Drawing Review, PTO-948. 



are subject to restriction or election requirement 



O The drawing(s) filed on 

□ The proposed drawing correction, filed on 

Q The specification is objected to by the Examiner 

| ] The oath or declaration is objected to by the Examiner 



Priority under 35 U.S.C. § 119 

[ ] Acknowledgment is made of a claim for foreign priority under 35 U S C § 119(a) idl 



is/are objected to by the Examiner 

is Q approved Q disapproved 



All 



Some* 



None of the CFRTIFIFD mpies the priority do 



nts have bee r 



received 

[ ] received m Application No (Series Code Sena! Number j _ _ 

[H received in this national stage application from the International Bureau (PCT Rule 1 7 2(a)) 

♦Certified copies not received . .. 



n] Acknowledgment is made of a claim for domestic priority under 35 U S C § 1 1 9(e) 
Attachments) 



-SEE OFFICE ACTION ON THE FOLLOWING PAGES- 



Serial No. 459,654 
Art Unit 1811 



Applicants election of the following species is acknowledged: 

L- Pro-L-boroPro 

Pursuant to the election of species, and the §102 (e) rejection as 
set forth hereinbelow, claim 17 is withdrawn from consideration. 

♦ ♦ 

The following is a quotation of the first paragraph of 3 5 U.S.C. 
§112 : 

The specification shall contain a written description of the invention, and of 
the manner and process of making and using it in such full, clear, concise and 
exact terms as to enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his 
i nvent ion . 

The specification is objected to under 35 U.S.C. §112, first 
paragraph, for failing to provide an enabling disclosure. 

Applicants have alleged that " [w] ith A3 . 5 , Ala-boroPro 

suppressses HIV below detectable levels in a manner sinnlai to 
anti-HIV effect of AST at 1 /iM". Applicants nave also stasia 

(p. 20) that Ala-boroPro and Pro-boroPro inhibit DP-IV in vitro. 
There is, however, no basis for applicants' proposition that f or 
peptides m which "m" is ar^a^r * hir. °, . ; — . . ' • 



Serial No . 459 , 654 - 3 - 

Art Unit 1811 

they will recognize; the departures from tested embodiments which 
applicants are proposing could well abolish activity. Undue 
experiementat non would be required of the skilled biochemist to 
determine which of the claimed peptides will inhibit DP-IV. 

Claims 13-16 are rejected under 35 U.S.C. §112, first paragraph, 
for the reasons set forth in the objection to the specification. 

♦ ♦ 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C §102 that form the basis for the rejections under this 
section made in this action. 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for 
patent by another filed in the United States before the invention thereof by 
the applicant for patent, or on an international application by anotner who has 
fulfilled the requirements of paragraphs (1), (2) and (4) of section 371c 
this title before the invention thereof by the applicant for the patent. 

Claims 13-15, lb and 18 are rejected under 35 U.S.C. §102 (e) as 
being anticipated by Bachovchin (USP 4,935,493). 
Bachovchin teaches the following dipeptide: 

Pro-boroPro . 

■ See the formula in col 1, line 50+; also "X" can be pro'iyl as 
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No claim is allowed. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to David Lukton 
whose telephone number is (703) 308-3213. 

An inquiry of a general nature or relating to the statuR nf this 
application should be directed to the Group receptionist whose 
telephone number is (703) 308-0196. 
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